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DECI S| ON ON APPEAL

This is an appeal pursuant to 35 U . S.C. §8 134 fromthe

final rejection of clains 1-6 and 13-16.

! Application for patent filed January 5, 1995.
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Appealed claiml is representative and is reproduced
bel ow

1. An aqueous bi nder solution suitable for applying to
fiberglass as a binder, said binder having high binding
ef ficiency, said conposition prepared by the

steps conpri sing:

(A) selecting an aqueous resole having a pH greater
than 7, prepared by reacting phenol with excess
f or mal dehyde under al kal i ne conditi ons;

(B) adding to said aqueous resole (A) urea in an

anount from about 20 to about 70 parts by wei ght based on
100 parts by wei ght of the phenol/fornmal dehyde resole
solids in conponent A and reacting to form a urea-
ext ended

prereact;

(C dissolving into said prereact fromabout 1 to
about 10 wei ght percent nel am ne based on the wei ght of
t he solids in the urea-extended phenol /fornal dehyde
prereact (B);

wherein said al kaline resole contains sufficient
excess formal dehyde to react with said urea and said
nmel am ne on a substantially equi nol ar basis.

The reference of record relied upon by the exam ner is:

Coventry et al. (Coventry) 5, 300, 562 April 5,
1994

The appeal ed clains stand rejected? under 35 U.S.C. § 103

as unpat entabl e over Coventry.

2 The clains stand or fall together. See the brief at
page 5.
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The subject matter on appeal is directed to an aqueous
bi nder solution suitable for application to fiberglass
i nsul ati on products which has a high binder efficiency. At
the outset, it is significant to note that appellants’ aqueous
bi nder solution is defined by the appeal ed clainms by a process
of making it. Thus, to a sel ected aqueous resole having a pH
greater than 7 and excess formal dehyde, urea is added and
reacted as defined by process step (B) inclaiml1l to forma
urea- extendi ng prereact. According to appellants’
specification at page 10, lines 19-23, this resultant urea-
ext ended al kaline prereact “[n]Just yet contain enough
formal dehyde to react with the anbunt of nelam ne to be
added.” As set forth in step (C of claim1l of appellants’
process, nelamne is dissolved into the step (B) prereact
wherein it presumably reacts with sonme remai ni ng unreacted
f ormal dehyde in the prereact.

The applied prior art reference to Coventry discloses, in
rel evant part, that a nodified phenolic resole resin, which

may be used in lieu of a “prem x3 " may be forned by a process

3 A“premx” is a binder prepared by the prereaction of a
resole resin with urea at around roomtenperature. To prepare
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in which an aqueous alkaline resole resinis nodified at a
resin manufacturing site by mxing with “two or nore
ni trogenous reactants” (colum 5, lines 3-4) including, inter

alia, ammonia, urea, and nelamne (colum 5, lines 6-17). The

wei ght ratio* of ammonia (the “first” nitrogenous reactant) to
the unnodified resole resin nmay be as | ow as 1: 100 and when
urea is the “second” nitrogenous reactant, the nole ratio of
urea to the free fornal dehyde in the aqueous resol e sol ution
is preferably about 1:1. See colum 5, line 23 of Coventry.
Based on these disclosures, we agree with the exam ner that
Coventry fairly suggests the conbined use of ammoni a®, urea,
and nelam ne as “first” and “second” nitrogenous reactants for
addition to and reaction with Coventry’s aqueous resole resin
conposition in proportions which overlap the proportions

required for appellants’ clained urea and nel am ne react ants.

t he phenolic binder for its ultinate use with fibergl ass,
curing catalysts, lubricants, and silane adhesi on pronoting
conpounds nay be added to the prem x “just before use.” See
colum 1, lines 44-48 and colum 5, |line 48 to colum 6, line
5 of Coventry.

4 See colum 5, line 18 of Coventry.

°> The appeal ed “conprising” clainms do not exclude the use
of an ammoni a react ant.
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Al t hough the processing aspects of the appeal ed product-by-
process clainms require the separate and sequential addition of
urea and nelamne to the resole resin solution, the appeal ed
clainms are nevertheless directed to a product, i.e., an
aqueous bi nder solution. Thus, the determ nation of the
patentability of the appeal ed clainms nmust be based on the
product itself, not the process of making it. See In re
Thorpe, 777 F.2d 695, 697,

227 USPQ 964, 966 (Fed. Cir. 1985)(“If the product in a
product - by-process claimis the same as or obvious froma
product of the prior art, the claimis unpatentable even

t hough the prior art product was nmade by a different
process.”) Froma structural perspective, it reasonably
appears that the aqueous binder solution defined by the herein
product - by-process clains is the sanme as or only slightly
different fromthe suggested prior art ammoni a, urea, nelan ne
nodi fied resin binder solution of Coventry.

We have not ignored appellants’ argunents which stress
that appellants’ intention is to produce a “prereact binder
with greater binding efficiency.” See the reply brief at page
2. However, appellants’ clains are directed to an aqueous
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bi nder solution wherein a “prereact” is further nodified by
reaction with nelam ne, much |i ke the suggested prior art
ammoni a, urea, nelam ne nodified resin solution of Coventry
which is described as useful “in lieu of a prem x” and as
havi ng “reduced precure” in conparison with binders prepared
using urea as the sole nitrogenous reactant. See colum 5,
lines 3-5 and colum 6, lines 6-10 of Coventry. Wth respect
to the high binding efficiency associated with appellants’

bi nder solutions, we observe that appellants have provided no
obj ective evidence in this record denonstrating any
differences in binding efficiencies with Coventry’'s preferred
ammoni a/ urea nodi fied binder solution. In this regard, the
tested binder efficiency for the conparative control sanple in
Table 1 at page 15 of the specification involves the testing
of a traditional urea binder prereact.

In light of the above, we affirmthe exam ner’s rejection
of the appealed clainms under 35 U.S.C. § 103. However, we
denom nate our affirmance as involving a new rejection
pursuant to 37 CFR 8 1.196(b) since our analysis of the
patentability issues is based on product-by-process |egal

princi pl es.



Appeal No. 1997-1001
Application No. 08/369, 202

In addition to affirmng the exam ner’s rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR 8§ 1.196(b) (anmended effective
Dec. 1, 1997, by final rule notice, 62 Fed. Reg. 53,131,
53,197 (Cct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice
63, 122 (COct. 21, 1997)). 37 CFR § 1.196(b) provides that
"[a] new ground of rejection shall not be considered final for
pur poses of judicial review"

Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing within two nonths fromthe date of

the original decision

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR
8§ 1.197 (c)) as to the rejected cl ains:
(1) Submt an appropriate anendnent of

the clains so rejected or a show ng of facts

relating to the clains so rejected, or both,

and have the matter reconsidered by the

exam ner, in which event the application wll

7
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be remanded to the exam ner
(2) Request that the application be

reheard under § 1.197(b) by the Board of

Pat ent Appeal s and Interferences upon the

sanme record .

Shoul d the appellant elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8 1.196(b)(1), in
order to preserve the right to seek review under 35 U S.C. 88
141 or
145 with respect to the affirnmed rejection, the effective date
of the affirmance is deferred until conclusion of the
prosecution before the exam ner unless, as a nmere incident to
the limted prosecution, the affirnmed rejection is overcone.

I f the appellant elects prosection before the exam ner
and this does not result in allowance of the application,
abandonnment or a second appeal, this case should be returned

to the Board of Patent Appeals and Interferences for final

action on the affirned
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rejection, including any tinely request for rehearing thereof.

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
AFFI RVED 196( b)
)
JOHN D. SM TH )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
CHUNG K. PAK )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
PAUL LI EBERVAN )
Adm ni strative Patent Judge )
JDS: hh
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